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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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Non-Final Office Action 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

2. Claims 1 8 and 1 9, are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Claims 18 and 19 recite the limitation "said second memory". There is 
insufficient antecedent basis for this limitation in the claim. For purposes of examination 
the Examiner has interpreted claim 19 as being dependent on claim 17, which discloses 
a second memory. 

4. Claim 18 is rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps of a method and structural cooperative 
relationships of elements, such omission amounting to a gap between the necessary 
steps and structural connections. See MPEP § 21 72.01 . The omitted structural 
cooperative relationships and steps are: "said test instructions" are stored in a first 
memory not in a second memory as claimed (see claim 16). It is unclear as to how the 
second memory now contains test instructions that were stored in a first memory. 
Further, if claim 18 were dependent on claim 17, as interpreted above, then "said test 
instructions" would be "program instructions." 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1, 2, 7, 16, and 17 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Satoh, US 2001/0010083 Al 

Referring to claim 1: 

a. In paragraph 0026, Satoh discloses that when the external circuit 
inspection device is connected to the inspection information interface to switch 
the operation mode of the bus control unit from the normal mode to the 
inspection mode, the bus control circuit switches a destination to be connected to 
the central processing unit from the external bus to the inspection control circuit 
at a given time (entering a test mode establishing said microprocessor as a slave 
and a test controller as a master). 

b. In Figure 3 and in paragraph 0027, Satoh discloses that the central 
processing unit reads the instruction codes and data to be processed from the 
inspection control circuit at a predetermined time. Therefore, if desired instruction 
codes and data to be processed are stored into the registers of the inspection 
control circuit by the circuit inspection device, the central processing unit can 
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perform a desired data processing operation in the inspection mode (bypassing a 
first memory coupled to said microprocessor and forcing said microprocessor to 
execute instructions from an instruction queue). 

c. In paragraph 0055, Satoh discloses that the debugging l/F of JTAG is 
connected to the TAP controller, the instruction register, the register unit, and the 
IR decoder, and carries input data "TRST", "TCK", "TMS", "TDI", etc. and output 
data "TDO", etc. (said test controller filling said instruction queue with instructions 
to be executed, said instructions originating from a test interface). 
Referring to claim 2, in paragraph 0050, Satoh discloses the test interface to be 
JTAG (said test interface is serial). 

Referring to claim 7, in paragraph 0026, Satoh discloses that in the normal mode, 
the bus control unit connects the external bus continuously to the central processing 
unit. The central processing unit reads the instruction codes and data to be processed 
from an external information storage medium, and executes various data processing 
tasks (said first memory is for holding instructions to be executed by said 
microprocessor when not in said test mode). 
Referring to claim 16: 

a. In paragraph 0026, Satoh discloses that when the external circuit 
inspection device is connected to the inspection information interface to switch 
the operation mode of the bus control unit from the normal mode to the 
inspection mode, the bus control circuit switches a destination to be connected to 
the central processing unit from the external bus to the inspection control circuit 
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at a given time (entering a test mode establishing said microprocessor as a slave 
and a test controller as a master). 

b. In paragraph 0057, Satoh discloses debug control data stored by the 
debug control register (said test controller transferring to a queue an instruction 
to be executed in said microprocessor). 

c. In paragraphs 0059-0061 Satoh teaches said instruction causing at least 
one test instruction from a first memory to be executed by said microprocessor. 
Further, in paragraph 0053, Satoh discloses a plurality of monitor registers for 
storing instruction codes for the CPU core (said first memory comprising a 
plurality of test instructions). 

Referring to claim 17, in paragraph 0026, Satoh discloses that in the normal 
mode, the bus control unit connects the external bus continuously to the central 
processing unit. The central processing unit reads the instruction codes and data to be 
processed from an external information storage medium, and executes various data 
processing tasks. Further, in paragraph 0026, Satoh discloses switching from normal 
mode to test inspection mode (bypassing a second memory coupled to said 
microprocessor and forcing said microprocessor to execute instructions from said 
queue, said second memory comprising program instructions to be run when not in said 
test mode). 

Allowable Subject Matter 
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7. Claims 3-6, 20, and 21 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

8. Claims 8-1 5 are allowed. 

9. The following is a statement of reasons for the indication of allowable subject 
matter: the prior art does not teach or reasonably suggest an instruction queue coupled 
to a microprocessor with instructions loaded by a test controller received from a test 
interface and a first memory coupled to said microprocessor, said first memory 
comprising pre-determined test instructions. 

10. Claims 19-20 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 



1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C Maskulinski whose telephone number is (703) 
308-6674. After October 15, 2004, the examiner can be reached at telephone number: 
(571 ) 272-3649. The examiner can normally be reached on Monday-Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert W Beausoliel can be reached on (703) 305-9713. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR oniy. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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